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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[X] Responsive to communication(s) filed on 10 April 2001 . 
2a)Q This action is FINAL. 2b)|El This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1-25 is/are pending in the application, 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |E] Claim(s) 1-25 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) IKI The drawing(s) filed on 10 April 2001 is/are: a)D accepted or b)[x] objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1. Claims 1-25 have been examined. 

Drawings 

2. New corrected drawings are required in this application because the drawings 
are considered DRAFT copies (e.g., rough sketches by examiner. Applicant is advised 
to employ the services of a competent patent draftsperson outside the Office, as the 
U.S. Patent and Trademark Office no longer prepares new drawings. The corrected 
drawings are required in reply to the Office action to avoid abandonment of the 
application. The requirement for corrected drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-25 are rejected under 35 U.S.C. 102(e) as being anticipated by Knight 
(U.S. Patent No. 6,344,853). 
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Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 

Claims 1,11: Knight teaches: 

over the computer network, providing the potential customer with a display with 
at least one display icon representing an object having the predetermined three- 
dimensional shape (fig. 3B [142a])); 

over the computer network, providing the potential customer with a user input for 
a design element selected by the user to be included on said object (fig. 3C [142c, 
144']); and 

over the computer network, providing the potential customer with a display of the 
user selected design element on the object represented by the selected display icon 
(fig. 3C [142c, 144']; fig.3D [142a, 144"]). 

Claim 2: Knight teaches a plurality of display icons are provided, and further 
comprising providing an input for said user to select one of said plurality of display icons 
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prior to providing said display of the user selected design element on the object 
represented by the selected display icon (fig. 3A [132, 133, 136]; col. 5 lines 32-39). 
Claim 3: Knight does not explicitly teach said display icons are different perspective 
views of a predetermined three-dimensional shape of one object. However, Knight 
does teach (col. 8 lines 53-60) that It is contemplated that the present invention may 
include the capability to permit the purchaser to choose which of the available place 
holders where the selected logo 144 may be positioned relatively with respect to the 
promotional product 142, This teaching encompasses applicant's claimed aspect. 
Claim 4: Knight teaches said display icons represent different objects (fig. 3B 
[142d, 142a]). 

Claim 5: Knight teaches said object is a cap (fig. 3B [142a]). 

Claim 6: Knight teaches said design element is text (fig. 2A [50, 52, 54], col. 6 line 

49 - col. 7 line 9). 

Claim 7: Knight teaches said design element may be selected from among a 
plurality of design elements, where user selected text may be included in at least one of 
said plurality of design elements (fig. 3E [150]; col. 9 lines 30-41). 
Claim 8: Knight teaches providing a user input for selecting among different 
portions of the object for placement of the design element (col. 8 lines 53-60). 
Claim 9: Knight teaches said object is a cap having a crown and visor, and said 
object portions include at least one segment of the crown and the visor (fig. 3B [142a, 
144']). 
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Claim 10: Knight teaches providing a user input for ordering the object with the user 
selected design element and receiving a user order from said user input for ordering the 
object with the user selected design element (col. 1 1 line 38 - col. 12 line 3). 
Claim 12: Claim 12 is written as a method and contains the same limitations as claim 
3; therefore, the same rejection is applied. 

Claim 13: Claim 13 is written as a method and contains essentially the same 

limitations as claim 7; therefore, the same rejection is applied. 

Claim 14: Claim 14 is written as a method and contains essentially the same 

limitations as claim 3; therefore, the same rejection is applied. 

Claim 1 5: Claim 1 5 is written as a method and contains essentially the same 

limitations as claim 8; therefore, the same rejection is applied. 

Claim 16: Claim 16 is written as a method and contains essentially the same 

limitations as claim 8; therefore, the same rejection is applied. 

Claim 17: Claim 17 is written as a method and contains the same limitations as claim 
9; therefore, the same rejection is applied. 

Claim 18: Claim 18 is written as a method and contains essentially the same 

limitations as claim 10; therefore, the same rejection is applied. 

Claim 19: Claim 19 is written as a computer network server and contains the same 

limitations as claim 1; therefore, the same rejection is applied. 

Claim 20: Claim 20 is written as a server and contains essentially the same 

limitations as claim 2; therefore, the same rejection is applied. 
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Claim 21: Claim 21 is written as a server and contains the same limitations as claim 
3; therefore, the same rejection is applied. 

Claim 22: Claim 22 is written as a server and contains the same limitations as claim 
4; therefore, the same rejection is applied. 

Claim 23: Claim 23 is written as a server and contains essentially the same 
limitations as claim 2; therefore, the same rejection is applied. 

Claim 24: Claim 24 is written as a server and contains the same limitations as claim 
5; therefore, the same rejection is applied. 

Claim 25: Knight teaches said computer network is the Internet (col. 4 line 63 - col. 5 
line 1). 



Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure. Prior art includes: 

Homma et al. (U.S. Patent No. 5,383,1 1 1 ) that teaches a merchandising system 
for conducting a control of article display positions that are generally changed by the 
customers includes a method of obtaining article display positions based on the present 
display state. 

Arnold et al. (U.S. Patent No. 6,016,504) that teaches a method for establishing 
and maintaining a virtual outlet ("VO") relationship on the Internet between an entity that 
controls and manages a Web site constituting a VO and a merchant that controls and 
manages a different Web site. The VO presents a series of VO Web pages to 
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customers that contain descriptive information about products from one or more 
merchants. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Forest Thompson Jr. whose telephone number is (703) 
306-5449. The examiner can normally be reached on 6:30 AM-3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (703) 308-1065. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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